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Managing Intellectual PropertyManaging Intellectual Property
A tA tas an Assetas an Asset

P b d lPart bond - part lottery 
ticket.
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CCAPABILITYAPABILITY

Developing and inDeveloping and in--house role house role that’s that’s 
savvy andsavvy and strategicstrategicsavvy and savvy and strategicstrategic

–– Identify active industry participantsIdentify active industry participants
–– Benchmark industry practicesBenchmark industry practices
–– Access RelevantAccess Relevant Market and IPMarket and IPAccess Relevant Access Relevant Market and IP Market and IP 

environment environment 
Weigh current economic factorsWeigh current economic factors–– Weigh current economic factors Weigh current economic factors 

–– Determine regulatory requirementsDetermine regulatory requirements
–– Evaluate litigation Evaluate litigation and licensing and licensing 

capabilitiescapabilitiesIP Trademark, Copyright & Licensing Counsel Forum 4



GGOALSOALS
How to How to affect affect change and leverage change and leverage IP IP 
assetsassetsassetsassets

–– Define the business Define the business purpose purpose 
•• RevenueRevenue, , defense, competitivenessdefense, competitiveness, , R&DR&D

–– Establish strategic Establish strategic goals goals 
•• Income generation, operational Income generation, operational freedom,  freedom,  

shareholder valueshareholder value
–– Generate a mission Generate a mission statement  statement  

•• Intended scope, purpose, targets and Intended scope, purpose, targets and p , p p , gp , p p , g
customer/market effectscustomer/market effects
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SSTRUCTURETRUCTURE
The role of IP in The role of IP in company company value value creation  creation  

–– Shareholder value Shareholder value 
•• Organic Organic growth, enforcement or strategic growth, enforcement or strategic 

positioning positioning 
–– Tiered organizations Tiered organizations 

•• Parent, Parent, IP Holding IP Holding and and Operating Operating Companies Companies 
–– Administrative services agreements Administrative services agreements 

•• Organization, servicesOrganization, services, , licensing licensing and flow of funds and flow of funds 
between between companiescompanies

–– Corporate policies Corporate policies and proceduresand procedures
•• IP policies for IP policies for proprietary proprietary rights, rights, open open source, source, 

protection protection and licensingand licensingIP Trademark, Copyright & Licensing Counsel Forum 6



VVALUATIONALUATION
Considerations when valuing IP as assetsConsiderations when valuing IP as assets
–– Industry standards and practicesIndustry standards and practicesIndustry standards and practicesIndustry standards and practices
–– Industry margins Industry margins and % of royaltyand % of royalty

Commercial reasonablenessCommercial reasonableness–– Commercial reasonablenessCommercial reasonableness
–– Macro economic Macro economic realitiesrealities

TiTi l fl f ROIROI–– Time Time value of value of money, ROImoney, ROI
–– EnforceabilityEnforceability
–– Foreign filings and rule of lawForeign filings and rule of law
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IINTELLECTUALNTELLECTUAL PPROPERTYROPERTY PPLANLAN
TTHE HE “B“BONDOND””

How to craft the best How to craft the best protection protection 
package package p gp g
–– IP protection best suited to the business IP protection best suited to the business 

–– Internal/organicInternal/organic IPIPInternal/organic Internal/organic IP IP 
–– Inorganic/acquired IPInorganic/acquired IP

Domestic US vs Foreign FilingsDomestic US vs Foreign Filings–– Domestic US vs. Foreign FilingsDomestic US vs. Foreign Filings
–– External External licensing licensing and protection programsand protection programs
–– IP as IP as part of a corporate strategic part of a corporate strategic 

business planbusiness planIP Trademark, Copyright & Licensing Counsel Forum 8



IINTELLECTUALNTELLECTUAL PPROPERTYROPERTY PPLANLAN
TT “B“B ””

IP protection best suited to the IP protection best suited to the 
TTHE HE “B“BONDOND””

business business 
•• Budgeting and businessBudgeting and businessBudgeting and businessBudgeting and business
•• InIn--sourcingsourcing

O t iO t i•• OutsourcingOutsourcing
•• Available automation Available automation 
•• TrademarksTrademarks, copyrights, patents and trade , copyrights, patents and trade 

secret portfoliossecret portfoliospp
•• International associates, organization and International associates, organization and 

structuresstructuresIP Trademark, Copyright & Licensing Counsel Forum 9



IINTELLECTUALNTELLECTUAL PPROPERTYROPERTY PPLANLAN

Organic IPOrganic IP
TTHE HE “B“BONDOND””

Organic IP Organic IP 
•• Policies and proceduresPolicies and procedures

Ali t ith tiAli t ith ti•• Alignment with operationsAlignment with operations
–– Oversight Oversight and financial and financial responsibilityresponsibility

•• Development incentivesDevelopment incentives
–– Addressing multijurisdictional inventor rightsAddressing multijurisdictional inventor rights
–– Access to inventorsAccess to inventors

•• Valuation and reportingValuation and reportingValuation and reportingValuation and reporting
–– Documentation and trackingDocumentation and tracking
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IINTELLECTUALNTELLECTUAL PPROPERTYROPERTY PPLANLAN
TT “B“B ””

Inorganic IPInorganic IP
TTHE HE “B“BONDOND””

Inorganic IPInorganic IP
•• Acquisition via M&A or brokerageAcquisition via M&A or brokerage

P li iP li i d dd d–– Policies Policies and proceduresand procedures
–– Alignment with operationsAlignment with operations

R h t l dR h t l d–– Research tools and processesResearch tools and processes
•• Oversight Oversight and financial responsibilityand financial responsibility

–– Integration with organic IPIntegration with organic IP
–– Valuation, documentation and trackingValuation, documentation and tracking
–– International coordinationInternational coordination

IP Trademark, Copyright & Licensing Counsel Forum 11



IINTELLECTUALNTELLECTUAL PPROPERTYROPERTY PPLANLAN
TT “B“B ””

External IP licensing and protection External IP licensing and protection 
TTHE HE “B“BONDOND””

g pg p
programsprograms
•• Licensing modelsLicensing models•• Licensing modelsLicensing models

–– Running Running royalty, Lump sum, Subscriptionroyalty, Lump sum, Subscription
Li i tLi i t•• Licensing termsLicensing terms
–– Industry standards and course of dealingIndustry standards and course of dealing
–– Cross licensingCross licensing
–– Foundry and “have made” rightsFoundry and “have made” rights
–– Exhaustion Exhaustion –– downstream marketsdownstream markets
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IINTELLECTUALNTELLECTUAL PPROPERTYROPERTY PPLANLAN

IP as component of Corporate StrategicIP as component of Corporate Strategic
TTHE HE “B“BONDOND””

IP as component of Corporate Strategic IP as component of Corporate Strategic 
Business PlanBusiness Plan
•• R&DR&D
•• ComplianceCompliancepp
•• MarketingMarketing
•• BudgetingBudgeting•• BudgetingBudgeting
•• BenchmarkingBenchmarking
•• Domestic and foreign marketsDomestic and foreign markets
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IP EIP ENFORCEMENTNFORCEMENT

How should you monitor?How should you monitor?

TTHEHE ““LOTTERY TICKETLOTTERY TICKET””
–– How should you monitor? How should you monitor? 

–– Effects Effects on on operationsoperations
–– How often to search? How often to search? 

–– PrePre--licensing / litigation licensing / litigation diligencediligenceg gg g gg
–– Where to file/how to file?  Where to file/how to file?  

StrategicStrategic planning and tactical executionplanning and tactical execution–– Strategic Strategic planning and tactical executionplanning and tactical execution
–– Shareholders/customer considerations Shareholders/customer considerations 

–– Unintended Unintended effectseffects
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IP EIP ENFORCEMENTNFORCEMENT
TT ““ ””

How should you monitor? How should you monitor? -- Effects on Effects on 
TTHEHE ““LOTTERY TICKETLOTTERY TICKET””

OperationsOperations
•• Anticompetitive effectsAnticompetitive effectsAnticompetitive effectsAnticompetitive effects

–– MisappropriationMisappropriation
ImitatorsImitators–– ImitatorsImitators

–– Offshore /grey marketsOffshore /grey markets
O i htO i ht dd t bilitt bilit•• Oversight Oversight and and accountabilityaccountability
–– Minimize operational distractionMinimize operational distraction

•• Align revenues, costs Align revenues, costs and and taxationtaxation
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IP EIP ENFORCEMENTNFORCEMENT
TT ““ ””

How often to search? How often to search? -- PrePre--licensing / licensing / 
TTHEHE ““LOTTERY TICKETLOTTERY TICKET””

gg
litigation litigation diligencediligence
•• Deconstruction of IP claimsDeconstruction of IP claims•• Deconstruction of IP claimsDeconstruction of IP claims

–– Charting infringementCharting infringement
Cl i t tiCl i t ti–– Claim contentionsClaim contentions

•• Defenses /InvalidityDefenses /Invalidity
–– Prior art searchesPrior art searches

•• Remedies Remedies 
–– ROI ROI valuation of valuation of targetstargets
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IP EIP ENFORCEMENTNFORCEMENT

Where to file/how to file?  Where to file/how to file?  -- Strategic Strategic 
TTHEHE ““LOTTERY TICKETLOTTERY TICKET””

gg
planning and tactical executionplanning and tactical execution
•• Choice of forumChoice of forum•• Choice of forum Choice of forum 

–– DomesticDomestic, foreign, administrative, foreign, administrative
S l ti f t i l lS l ti f t i l l•• Selection of trial counsel Selection of trial counsel 
–– Use of local Use of local counselcounsel
–– Utilization of experts Utilization of experts 

•• Available Available productivity tools and productivity tools and automationautomationyy
–– EE--Discovery requirements, trial tools and Discovery requirements, trial tools and 

tutorialstutorialsIP Trademark, Copyright & Licensing Counsel Forum 17



IP EIP ENFORCEMENTNFORCEMENT

Where to file/how to file?Where to file/how to file? -- StrategicStrategic
TTHEHE ““LOTTERY TICKETLOTTERY TICKET””

Where to file/how to file?  Where to file/how to file?  Strategic Strategic 
planning and tactical executionplanning and tactical execution

Fi i l i k tFi i l i k t•• Financial risk assessmentFinancial risk assessment
–– Small companies can have great IPSmall companies can have great IP
–– Emerging company revenues vs. mature Emerging company revenues vs. mature 

salessales
•• Legal risk assessmentLegal risk assessment

–– DJA’sDJA’s
–– Counter claimsCounter claims
–– MMultidistrict litigationultidistrict litigationIP Trademark, Copyright & Licensing Counsel Forum 18



IP EIP ENFORCEMENTNFORCEMENT
TT ““ ””

Shareholders/customer considerationsShareholders/customer considerations

TTHEHE ““LOTTERY TICKETLOTTERY TICKET””
Shareholders/customer considerations Shareholders/customer considerations 
–– Unintended effectsUnintended effects
•• Public disclosures Public disclosures 

–– Reg Reg FD and Sarbanes Oxley FD and Sarbanes Oxley 
•• Stock valuationStock valuation

–– Derivative actionsDerivative actionsDerivative actionsDerivative actions
•• CompetivenessCompetiveness

Disclosures to competitorsDisclosures to competitors–– Disclosures to competitorsDisclosures to competitors
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IP EIP ENFORCEMENTNFORCEMENT
TT ““ ””

International IP considerations International IP considerations --
TTHEHE ““LOTTERY TICKETLOTTERY TICKET””

ComplexityComplexity
•• Variety of filing requirementsVariety of filing requirementsVariety of filing requirements Variety of filing requirements 
•• Limitations on remediesLimitations on remedies

Diff i i t i htDiff i i t i ht•• Differences in inventor rightsDifferences in inventor rights
•• Differences in the rule of lawDifferences in the rule of law
•• Risks of judicial corruption and local Risks of judicial corruption and local 

prejudiceprejudicep jp j
•• Competiveness and mandatory licensing Competiveness and mandatory licensing 

regimesregimesIP Trademark, Copyright & Licensing Counsel Forum 20


