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The United States Patent and Trademark Office 
(“PTO”) recently published new rules regarding prac-
tice before the Board of Patent Appeals and Inter-
ferences (“Board”).  The PTO believes the new rules 
“will add clarity and efficiency to the appeal pro-
cess.”  The Board is experiencing a rapid increase in 
the number of appeals filed.  As reported in the PTO’s 
Biotechnology/Chemical/Pharmaceutical Customer 
Partnership Meeting on June 4, 2008,  in 2008, the Board 
will receive approximately 500 appeals from Technol-
ogy Center 1600 alone (tasked with reviewing bio-
technology related applications) with approximately 
66% of the examiner’s rejections being affirmed and 
33% being either reversed or remanded for further 
examination.  Given the complex nature of securing 
patent protection in the biotechnical/medical/life 
science technologies, the new appeal rules will have 
a direct and dramatic impact upon those industries 
and the patent attorneys supporting those industries.

The Board is an administrative appeal entity within 
the PTO.  After a claim or claims are twice rejected as 
unpatentable as either anticipated or obvious in view 
of the prior art, a patent applicant may challenge the 
examiner’s rejection(s) by appealing the issue to the 
Board.  The first step in the appeals process is filing a 
Notice of Appeal.  After filing the Notice of Appeal, the 
applicant has two (2) months to file an Appeal Brief.  
The examiner then replies to the applicant’s arguments 
by filing the Examiner’s Answer.  Finally, the applicant 
is given an opportunity to respond to the Examiner’s 
Answer by filing a Reply Brief. The new rules affect, to
some degree, every step of the appeals process.  

The most substantive change may be the require-
ment that non-appealable errors must be resolved 
by petition prior to filing an appeal to the Board. 

“Failure to timely file a petition seeking review of 
a decision of the examiner related to a non-ap-
pealable issue would generally constitute a waiver 
to have those issues considered.”  Further, all No-
tices of Appeal must be signed (former practice al-
lowed the filing of un-signed Notices of Appeal).

Many of the new rules are directed to “improving” 
the Appeal Brief.  For example, Appeal Briefs are 
now limited to thirty (30) pages in length exclud-
ing the statements of real party in interest and re-
lated cases appendices, tables of authority and 
contents and signature block.  The limitation on 
Appeal Brief length was intended to promote “con-
cise” and “precise” writing.  The new rules also set 
forth the required contents of the Appeal Brief.

Under the new rules, an Appeal Brief “must” con-
tain, in the following order a: (1) statement of real 
party in interest, (2) statement of related cases, 
(3) jurisdictional statement, (4) table of contents, 
(5) table of authorities, (6) status of amendments, 
(7) ground of rejection to be reviewed, (8) state-
ment of facts, (9) argument and (10) an appendix.

The statement of facts requires that the applicant set 
out in an “objective and non-argumentative manner” 
the facts material to the rejections on appeal.  Each 
“fact” must be supported by a reference to a page  num-
ber of the Record.  The specific citation to support in 
the Record is required because applicants should not 
expect the examiner or the Board to search the Record 
to determine if a fact is supported by the evidence.

The new rules require that the argument section of 
the applicant’s brief explain why the examiner is be-
lieved to have erred as to each rejection under appeal. 



August 2008                     www.bradleyarant.com  

This newsletter is a periodic publication of Bradley Arant and should not be construed as 
legal advice or legal opinions on any specific facts or circumstances. The contents are intended 

for general information only, and you are urged to consult your own lawyer concerning your 
own situation and any specific legal questions you may have. For further information about these 

contents, please contact your lawyer or any of the lawyers in our group. 

Disclaimer and Copyright Information. The Alabama State Bar requires the following disclosure: 
“No representation is made that the quality of the legal services to be performed is greater than 

the quality of legal services performed by other lawyers.” 

©2008 Bradley Arant Rose & White LLP

Joseph S. Bird
(205) 521-8473

jbird@bradleyarant.com

Hall B. Bryant
(256) 517-5187

hbryant@bradleyarant.com

Frank M. Caprio
(256) 517-5142

fcaprio@bradleyarant.com

James W. Childs
(205) 521-8207

jchilds@bradleyarant.com

Revelle S. Gwyn
(256) 517-5146

rgwyn@bradleyarant.com

Stephen H. Hall
(256) 517-5140

shall@bradleyarant.com

Tripp Haston
(205) 521-8303

thaston@bradleyarant.com

Nicholas J. Landau
(205) 521-8545

njl@bradleyarant.com

Scott E. Ludwig
(256) 517-5149

sludwig@bradleyarant.com

Kimberly B. Martin
(256) 517-5155

kmartin@bradleyarant.com

Dorothy Daigle Pak
(205) 521-8279

dpak@bradleyarant.com

Gregory T. Peterson
(205) 521-8084

gpeterson@bradleyarant.com

Gregory H. Revera
(256) 517-5129

grevera@bradleyarant.com

James V. Stewart
(205) 521-8087

jstewart@bradleyarant.com

Jonathan D. Kipp
(205) 521-8361

jkipp@bradleyarant.com

Christopher E. Smith
(256) 517-5107

csmith@bradleyarant.com

Jeremy A. Smith
(256) 517-5141

jsmith@bradleyarant.com

Ashley Grier White
(256) 517-5106

awhite@bradleyarant.com

The Appeal Brief must address rejections made by the examiner and cover all 
points made by the examiner with which the applicant disagrees or alleges 
error.  Failure to explain the examiner’s error results in waiver of those poten-
tial arguments. 

The new rules have replaced the “summary of the invention” section of the 
Appeal Brief with a “claims and drawing analysis” and, if appropriate, a “means 
or step plus function” analysis.  One significant requirement in the “claims 
analysis” section is that the applicant must provide a citation to the specifi-
cation for each limitation of the claims being argued separately to provide 
the examiner and the Board with applicant’s perspective on where the claims 
find support in the specification.  The “drawing analysis” section requires the 
same type of citation to each and every claim limitation shown in the applica-
tion’s drawings.

The new rules have also streamlined the process after the applicant’s Reply 
Brief.  Under the new appeals rules, examiners will no longer provide a re-
sponse to the Reply Brief, new grounds of rejection will no longer be permit-
ted in an examiner’s Answer, and a Supplemental Examiner’s Answer will no 
longer be permitted in response to a Reply Brief.    

The new appeals rules will go into effect on December 10, 2008 and apply to 
all appeals in which an Appeal Brief is filed on or after that date.
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