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An Ounce of Prevention: IP Considerations to Strengthen Litigation Positions 

By Stephen Hall 
 

We have all been faced with commercial and intellectual property litigation where we would give almost 
anything to change a few key facts.  One area where some proactive steps can greatly strengthen a client’s 
later litigation position is in the area of intellectual property. Advising our clients to follow a few internal 
procedures, and assisting our clients in policing certain activities, can ensure a client litigates from a position 
of strength, rather than having to face many of the unfortunate, and often inadvertent, problems that may 
arise in litigation.  

Intellectual property litigation often involves claims of patent, trademark, or copyright infringement, as 
well as trade secret misappropriation.  A client that implements the following basic policies and procedures 
related to its patents, trademarks, copyrights, and trade secrets can greatly strengthen its 
infringement/misappropriation claims, and often avoid having its claims thrown out on summary judgment.   
 

PATENTS 
 

1. Designate one person to be in charge of the patent process, so that at least one person is aware of all 
patent activities. 

2. Ensure that all appropriate employees have executed an employment agreement containing an 
intellectual property assignment transferring all intellectual property rights, including all patent rights, 
to the company.  Generally, it is the “inventor”, and not the employer, that is entitled to a patent.  Thus, 
absent such an assignment, while an employer may obtain certain “shop rights” to the invention, the 
inventor will likely retain ownership rights to the invention.   

3. Instruct employees to submit invention disclosure forms to the patent coordinator, before any public 
disclosure, sale, or offer for sale. This not only helps establish an early “invention” date, but it also 
ensures that any potential patent applications can be evaluated prior to the client’s own activities 
triggering a time bar under Section 102.   

4. Instruct research and development personnel to maintain dated research log books or internal 
notebooks, and have the books signed each day, preferably by someone else as well as the original 
author.  The log books or notebooks should be kept in chronological order where possible.  These 
notebooks can be critical to establishing the earliest possible dates of conception and reduction to 
practice of the invention, as well as establishing the appropriate “inventors” of an invention.   

5. Ensure that the company has invention rights agreement with any third parties or outside contractors 
that are utilized in the development, testing, or manufacture of the invention.  Often, a third party 
contributes to improvements or modifications to the invention, and may inadvertently become a co-
inventor if the contribution involves “conception of the invention” and is included in one or more 
claims of the patent.  This can cause significant problems because if deemed a co-inventor, such third 
party may commercialize the invention without the company’s consent and without any accounting 
for its profits. 

6. Prepare and file patent applications for those inventions for which international patent protection may 
be sought, prior to any public disclosure, sale, or offer for sale of the invention.  Unlike the United States 
which allows a one-year grace period for patent filings, many countries are considered “absolute 
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novelty” countries, which require some type of patent application (or an application from which 
priority can be claimed) be filed before any such disclosure. 

7. Mark products associated with pending applications as “patent pending”, and mark products covered 
by existing issued patents with the applicable patent number. Where the product cannot be marked 
directly, the packaging for the product should be marked.  Properly and consistently marking patented 
products allows potential patent damages to accrue even if an alleged infringer is not aware of the 
patent. 

8. Track expiration dates of existing patents to ensure that patent markings are modified when the 
patents expire.  This is all the more important in light of all the recent false patent marking cases that 
are clogging the federal court dockets. 

9. Evaluate new products before they are introduced to the market to verify that no existing patents 
would be infringed by the new products, i.e., a freedom to operate analysis. 

10. Track various domestic and international patent maintenance fees to ensure that existing patents are 
not inadvertently allowed to lapse. 

11. Conduct a thorough and diligent pre-filing investigation before any patent litigation is commenced.  
This obviously begins with a reasonable claim construction of the company’s own patent, see Q-
Phama, Inc. v. Andrew Jergens Co., 360 F.3d 1295, 1200-1201 (Fed. Cir. 2004), along with an analysis of 
the allegedly infringing device or method that establishes a reasonable suspicion that the accused 
device or method meets each limitation in the claim.  See id. at 1302; Judin v. United States, 110 F.3d 
780, 784 (Fed. Cir. 1997).  Absent a thorough pre-filing investigation, a patent infringement litigant 
faces the risk of Rule 11 sanctions and/or a malicious prosecution claim by a defendant.   
 

TRADEMARKS 
 

1. When new marks are being considered for adoption, a company should understand the 
distinctiveness “spectrum”, and preference should be given to fanciful, arbitrary, or suggestive marks.  
Companies should be advised of the potential limitations associated with marks that are deemed to 
be “descriptive.”  Choosing a fanciful, arbitrary, or suggestive mark will not only make federal 
trademark protection more likely, it will also decrease the likelihood that the mark will infringe 
another third party’s mark. 

2. New trademarks being considered for adoption should be screened and searched before being 
adopted, particularly for marks that will be used nationally.  It is always better to know what 
potentially conflicting marks already exist in the marketplace so that appropriate steps can be taken 
before considerable investment in time and expenses are incurred in promoting the new mark. 

3. Trademarks used in interstate commerce should be evaluated for potential registration with the 
United States Patent and Trademark Office.  Federal registration provides significant advantages to 
trademark owners, and access to federal court. 

4. Trademarks should be properly marked with the ® for registered marks, or with the ™ or ℠ symbol for 
marks which are not registered. 

5. Consider implementing a watching service for its existing trademarks to monitor and evaluate other 
marks which may cause a likelihood of confusion with its registrations.  If proactive steps are not taken 
to eliminate potentially conflicting marks, the distinctiveness and protectability of a mark can be lost.   
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6. Strive to use trademarks properly, namely as an adjective, and not a noun or verb.  Otherwise, 
companies run the risk of its marks becoming generic and not enforceable.  For example, aspirin, 
escalator, and thermos were all trademarks at one time, but have become “generic”, and thus, 
unprotectable terms.   

7. Where possible, the distinctiveness of the trademark should be highlighted, for example by using 
larger or different font for marks, and/or setting the mark apart from any general descriptions of the 
product.  

8. Domain names for new trademarks, products and company names should be reserved.  It is often 
advisable to reserve domain names prior to promotion of the new mark to avoid cybersquatters 
acquiring the domain name.  Consideration should also be given to reserving domain names that 
many contain common misspellings or alternative spellings.  While cybersquatters can often be forced 
to give up rights to various domains names, such proceedings can be expensive and time consuming. 

 

COPYRIGHTS 
 

1. Consideration should be given to registration of original works of authorship, particularly those that 
are likely to be accessible to others, and/or have independent commercial value if copied.  Copyright 
protection is often advisable for computer software code, particularly if it is distributed to customers.  
Copyright registration is inexpensive, and easy to do. Having a copyright registration prior to the first 
act of infringement is essential to recovery of statutory damages and/or the potential to recover 
attorney’s fees.  Moreover, a copyright registration (or in some jurisdictions, the filing of a copyright 
application) is a jurisdictional prerequisite to filing a copyright infringement action.   

2. For any works of authorship that may be created by third parties, ensure that the contracts with such 
third parties are clear that the works are “works made for hire” and that such works of authorship are 
assigned to your client.  Absent such an agreement, and/or assignment, the original author of the 
work will normally maintain the copyright ownership of the work.  It is also noteworthy that simply 
referring to a work as a “work made for hire” is often insufficient, because a “work made for hire” under 
the Copyright Act is limited to a relatively narrow list of specific types of works.  Thus, the express 
copyright assignment is often necessary to transfer the ownership rights. 

3. Properly use the copyright designation along with the copyright owner, and the date that the work 
was created. The copyright designation provides notice that the copyrights are reserved to the 
author/owner, and often avoids a claim of “innocent infringement” by a defendant. 

4. Identify any open source software that may be used in a particular copyrightable software product, 
and what “license” applies to the use of the open source software. It is becoming increasingly 
common for software developers to include certain open source software within new software code.  
However, many developers fail to recognize that such use may inadvertently cause such software 
code to be made available to third parties at no charge under the various licenses that govern use of 
such code.  Open source is normally available at no charge, but is still governed by license restrictions. 

 

TRADE SECRETS 
 

1. Implement a written trade secret policy, and preferably include the policy in its employee handbook.  
New employees should read and sign the trade secret policy when hired, and preferably acknowledge 
the policy in any exit interview. 
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2. Although each state has its own trade secret laws, almost invariably, one requirement of a trade secret 
is that a company must take reasonable steps to maintain its confidentiality.  There are no “hard and 
fast” rules for what steps are sufficient, and each case will depend on its particular set of facts.  
Generally, the more valuable a trade secret, the more steps a company may need to take to keep in 
confidential.  As a good rule of thumb,  companies should at least (a) limit disclosure of its trade 
secrets to those employees with a “need to know,” (b) mark trade secret documentation accordingly, 
i.e. designated as “confidential” or “proprietary”, and (c) require employees to sign confidentiality 
agreements acknowledging the confidential nature of inventions, customer lists, pricing, 
manufacturing apparatus, procedures, etc.   

3. Carefully review and evaluate any “standard” non-disclosure agreements that are presented by third 
parties.  These agreements are often seen as “boilerplate”, and companies sometimes don’t see the 
need to involve outside counsel.  However, many of these “standard” non-disclosure agreements have 
a short time limit on the non-disclosure obligations.  For example, the agreement may require 
confidentiality for only two years after disclosure.  If valuable trade secrets will be disclosed, two years 
may not offer the necessary protection.  For example, what if Coca-Cola had entered into a non-
disclosure agreement with one of its bottlers, and only required confidentiality of its secret formula for 
two years?  Thus, carefully considering what protection is offered for trade secrets before blindly 
entering into a non-disclosure agreement. 

 
Implementing some or all the foregoing recommendations will strengthen your position when faced with 

intellectual property litigation matters.   While these proactive steps do not address all of the “best practices” 
to be followed, if clients can utilize some of these steps, they will likely find themselves in a much stronger 
position in the event of litigation involving its intellectual property. 

 
Stephen Hall can be reached at shall@babc.com.   
 
Reprinted from the DRI's The Business Suit, Volume 13 Issue 5. 

 


