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Keep My Trademark Clean, Please!

Coming soon, the top level domain xxx will be available to parties who provide adult
entertainment services online for registration from ICM Registry though accredited registrars.
Starting September 7, 2011, adult-oriented businesses may file applications for .xxx domain
names.! This means that trademark owners could be faced with seeing their valuable
trademark associated with an adult-oriented online business.

Itis settled trademark law that the mere use of a trademark as part of a domain name, without
more, is not trademark use. Suppose ABC Corporation owned the trademark LEARN MY ABC
for its line of preschool educational materials. It might own the domain www.learnmyabc.
com. To be used in commerce as a trademark or servicemark, however, the mark LEARN MY
ABC would need to appear on the educational materials or used prominently in its marketing.
ABC Corporation would be horrified to find that an online adult business were using www.
learnmyabc.xxx and would be concerned that potential buyers of its educational materials
might stumble upon the adult site by accident; however, under general trademark law, ABC
Corporation might have little recourse.

Sensitive to that concern, owners of registered trademarks will be given a period of time
during which they can register to have the domain names that correspond to their trademarks
blocked from registry under the .xxx top level domain. This program, the ICM Registry Sunrise
B program?, allows a trademark owner to file an application which discloses the trademark
to an accredited registrar within the “Sunrise B Period” which begins September 7, 2011,
and ends October 28, 2011. All applications received within that period will be deemed to
have been filed on the same date; there is no priority for being the first to file in that period.
The accredited registrar will determine the cost of the fee. For example, Godaddy.com has
announced?® that the Sunrise B blocking application will cost $199.99 and will block the
corresponding .xxx domain name for 10 years. When the blocked domain is accessed, there
will be an informational message display that will indicate that the name has been reserved
or blocked from use.

Applications must be filed within the 52-day period. If an adult business has also filed to
reserve the same name, it will be notified that an owner of a registered trademark has filed a
Sunset B blocking application. The adult business will be given the opportunity to withdraw
its application. If it does not withdraw, then the adult business will be granted the domain
name, but will be on notice of the potential for infringing the registered trademark, as well as
the possibility of a future action under the Uniform Domain-Name Dispute-Resolution Policy
(UDRP) established by the Internet Corporation for Assigned Names and Numbers (ICANN), or
other federal and state causes of action such as tarnishment and dilution. Faced with notice
of a trademark owner’s desire to block the domain name, one would expect that the adult
business would withdraw its registration and seek an alternative that would be less risky.

National corporate service companies are able to handle these filings for trademark owners
who do not wish to do it themselves with fees in the range of $200-$250 per domain for 10
years of protection (including the fee charged by the registry).

1 http://www.icmregistry.com/sunrise-a.php

2 http://www.icmrestry.com/sunrise-b.php
3 http://www.thedomains.com/2011/08/11 online newsletter dated August 11, 2011
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Trademark owners who fail to take advantage of the Sunrise B program during the Sunrise B Period must rely on the UDRP,
or other federal and state causes of action such as tarnishment and dilution. In order to cancel the registration of a .xxx
top level domain under the UDRP, a trademark owner complainant must establish that (1) the domain name is identical or
confusingly similar to the complainant’s mark; (2) that the registrant of the .xxx domain does not have rights or legitimate
interests in the domain name; and (3) the registrant registered the domain in bad faith (e.g., the registrant registered the
domain name to attract, for commercial gain, internet users to the registrant’s website by creating a likelihood of confusion
with the complainant’s mark).

While effective, utilizing the UDRP procedure is much more expensive than the low-cost alternative provided by the Sunrise
B program. Time is limited, so contact your brand managers and advisors now to take advantage of this program.
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U.S. News & World Report Ranking

Bradley Arant Boult Cummings LLP is pleased to announce the firm has received
the fourth highest number of top-tier rankings in the country in the inaugural
U.S. News — Best Lawyers list of top U.S. firms. As it has done for many years for
hospitals and colleges, this year U.S. News, working with the attorney ranking
company Best Lawyers, has ranked U.S. law firms based on a number of criteria,
including client satisfaction.

[I E 'L ;‘-Ailibq

—
M BEST
LAW FIRMS
200}

BRADLEY ARANT BOULT CUMMINGS LLP OFFICE LOCATIONS:

ALABAMA MISSISSIPPI
One Federal Place 188 E. Capitol Street, Suite 400
1819 Fifth Avenue North Jackson, MS 39201
Birmingham, AL 35203-2119 601.948.8000
205.521.8000
NORTH CAROLINA
200 Clinton Avenue West, Suite 900 100 North Tryon Street, Suite 2690

Huntsville, AL 35801-4900 Charlotte, NC 28202

256.517.5100 704.332.8842

Alabama Center for Commerce TENNESSEE
401 Adams Avenue, Suite 780 1600 Division Street, Suite 700
Montgomery, AL 36104 Nashville, TN 37203
334.956.7700 615.244.2582

WASHINGTON, DC
1615 L Street, N.W.
Suite 1350
Washington, DC 20036
202.393.7150

To unsubscribe from this newsletter, email Jerry Young at jyoung@babc.com.

This newsletter is a periodic publication of Bradley Arant Boult Cummings LLP and should not be construed as legal advice or legal
opinions on any specific facts or circumstances. The contents are intended for general information only, and you are urged to consult
your own lawyer or other tax advisor concerning your own situation and any specific legal questions you may have. For further infor-
mation about these contents, please contact your lawyer or any of the lawyers in our practice group.

The Alabama State Bar requires the following disclosure: “No representation is made that the quality of the legal services to be per-
formed is greater than the quality of legal services performed by other lawyers.”
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